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In the matter of the confirmation of a succ Ssor to
\ v "
Mo, - R.'IL. B.(

ner-in-Chief in the United States Patent Office, it has been

J ] . "
removed from the gm.ﬂ![‘(«ll Uf l,J anll

urged on his behalf that his successor should not be con
firmed for the reasons—

(1) That the President has no right to remove an Ex-
aminer-in-Chief, except by and

th the consent of the
Senate, and

(2
‘\f”l(l

Art. I1

Examiners-in-Chief hold office during good behavior.

1

b

['hat the board of Examiners-in-Chief in the United
J’ml t Office is an inferior court or tribunal undez
T
1

,vec. 1 of the Constitution, and therefore these

Neither of these reasons is thought to be valid.

No discussion of the first ind seems necessary.

As to the second, the following considerations are pre-

sented, and it m:

" ] 1 . 1 2 o
y be well at the outset to call attention

to the character and duties ot this board of Examiners-in-
Wl)i(ef_

The important sections of the statute having reference
to this board are the following:

“Src. 476. Ther
missioner of Pate

e shall be wn the Patent Office a Com-
, one Assistant Commissioner, and
.- shall be appointed by the
the adviece and consent of the
A1l ¢ icers, clerks, an (l(m] loyés authorized
by law for the Office shall be appointed by the Secretary
of the Interior , upon the nomination of tln) Commissioner
of Patents.
“Src. 482. The examiners-in-chief shall be persons of
competent legal knowledg i

\'l/ifl" € ecxamaners

President, 'i»},' and
Senate. A

V
4 b
O1 II(H‘M‘J

y and <~lwni'hv :=1’;Iit y, whose
duty it shall be, on the written petition of the .m;m'] ant,
to revise and determine upon ]'t* validity of the adverse elc—
cisions of examiners upon applications for patents, and
for l'(*niﬁ‘s‘!]aw of [::stw}aim and 1n i!lﬂvl"':\l‘mh'“ cases: llllti
when required by the Commissioner, they shall hear and

[
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report upon claims for extensions, and perform such other
like duties as he may assign them.

“Src. 4909. Every applicant for a patent or for the
re-issue of a patent, any of the claims of which have been
twice rejected, and every party to an interference, may appeal
from the decision of the primary examiner, or of the examiner
in charge of interferences in such case, to the board of exami
ners-in-chief; having once paid the fee for such appeal.

“«Sgc. 4910. If such party is dissatisfied with the de-
cision of the examiners-in chief, he may, on payment of
the fee prescribed, appeal to the Commissioner in person.”

It will be noted that the main and practically the only
duty of this board is to revise and determine upon the
validity of the adverse decisions of the primary exami-
ners.

Though this function of revising the decision of the
primary examiners is necessarily exercised in a judicial
way, it is at once apparent that the powers of this tribunal
are not those of a court.

Nowhere does the statute so refer to it. Itisa tribunal
N THE PATENT OFFICE, has no jurisdiction outside of it,
has no seal, issues no process, is not a court of record ; it
can not punish for contempt, can not summon witnesses,
can not require evidence to be produced before it, can

not and does not issue any judgments or decrees. Its

decisions take effect only through the Commissioner of

Patents. Even if it decides that an applicant is entitled
to a patent, and the patent is granted, it is signed by the
Commissioner of Patents, and the patent is, when granted,
only the evidence of a prima facie right whose validity
has subsequently to be determined by the Federal courts.

In the conduct of its proceedings it is governed by rules
established with the approval of the Secretary of the In-
terior by the Commissioner. Its decisions are appealable

to him and his decisions are binding upon the Examiners-

in-Chief.

The Commissioner |
point with reference
ix(']’l'wl to.

In the case of Clyme

eral Legget, the then (

“The question
A\('ling Commissioner,
}msili\'t']l\' decided in tl
so considered by the E
the Acting Commission
illl[)l'{)[)]’iwi'\' of the Exa
ing revived this questis
the case.

-“Yet in the final act
Clarke), with both of
him, and in full view
again to revive and
too, not altogether cou
guilty of an official in
in silence. The officia
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all in the office, includin
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this relation between tl
ordinates.”

The case of Snowden
lop, J., decided in 1861
the contention that the
tribunal independent o

The statements made
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obiter dicta. Moreover,

ents, 7 0. G. 559, decide
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by the majority of the |
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The Commissioner has had occasion to insist upon this
point with reference to the very Mr. Clarke above re-
ferred to.

In the case of Clymer . Riley, C. D. 1874, p. 73, Gen-
eral Legget, the then Commissioner, said:

“The question * * * has been twice before the
Acting Commissioner, and in both instances clearly and
positively decided in the affirmative, and that should be
so considered by the Examiner. In the second decision
the Acting Commissioner takes ocecasion to suggest the
impropriety of the Examiner or Examiner-in-Chief hav-
ing revived this question in the further examination of
the case.

-“Yet in the final action of the board, one member (Mr.
Clarke), with both of the Acting Commissioners before
him, and in full view of said suggestion, takes occasion
again to revive and discuss the question,in a manner,
too, not altogether courteous. In doing this he has been
guilty of an official impropriety that can not be passed
in silence. The official decisions and directions of the
Commissioner and Acting Commissioner are binding upon
all in the office, including the FKraminers-in-Chief, until re-
versed by the Secretary. There is but one course open
to officers and employes in the Patent Office who deny
this relation between the head of the office and the sub-
ordinates.”

The case of Snowden v. Pearce, MS. (App. Cases) Dun-
lop, J., decided in 1861 is relied upon as authority for

i
4 1 f

the contention that the board of Examiners-in-Chief is a
tribunal independent of the Commissioner of Patents.
The statements made by the judge in that case were
not necessary to the decision of the case and were purely
obiter dicta. Moreover, in Hull ». Commissioner of Pat-
ents, 7 0. G. 559, decided in 1875, it was expressly decided
by the majority of the Supreme Court of the District of

Columbia, that the Commissioner had the right to revise

even the favorable decisions of the Examiners-in-Chief.




[t thus appears that surrounding and controlling trans-
actions of this board with its limited jurisdiction, is
the authority of the Commissioner of Patents and the
Secretary of the Interior.

Yet it is seriously contended that this board of Exami-
ners-in-Chief is a United States Court under Art. III,
Section 1, of the Constitution.

The provision of the Constitution referred to is Art.
[11, Section 1.

“The judicial power of the United States shall be vested
in one Supreme Court, and in such inferior Courts as the
Congress may from time to time ordain and establish.
The judges, both of the Supreme and inferior courts,
shall hold their offices during good behavior,” ete.

Article I, Section VIII, provides:

The Congress shall have power—

«9. To constitute tribunals inferior to the Supreme
Court.”

The authority alleged to support this contention is
Butterworth v. Hoe, 112 U. S., 50.

In Butterworth v. Hoe, the court was considering the

o
relative powers of the Commissioner of Patents and the
Secretary of the Interior, and in stating summarily the

. ’ = P
various sections of the statute relating to the procedure
to be followed in the Patent Office, used the following
language:

“«The claim is examined in the first instance by a
primary examiner assigned to the class to which it be-
longs; if twice rejected by him, the applicant is entitled
¢ =] ¥ = + . : 1 .
(R. S.Sec. 4409) to appeal from his decision to that of the
board of Examiners-in-Chief, constituted a tribunal for that
purpose ; and from their decision if adverse, he may ap-
peal to the Commissioner in person. R. S. 4910.”

The word “tribunal” is used in its ordinary descriptive

sense, and its use does
preme Court regarded
a United States Court
The character of thi
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defining its status. i
,jml;:(‘h‘ to im:l;;‘ilm that
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5
sense, and its use does not necessarily mean that the Su-
preme Court regarded this board as a court, much less as
United States Court under Art. ITI of the Constitution.
The character of this board of Examiners-in-Chief was
not under consideration, and there was nothing in the
case to remotely suggest that there was any necessity for
defining its status. It certainly never occurred to the

judges to imagine that this appeal board in an executive

bureau of an executive department of the Government
was a United States Court.

The whole argument of Mr. Clarke is based upon the
assumption that because a tribunal, having duties judicial
or quasi-judicial in character is created by act of Congress,
that it thereby becomes a United States Court, whose
judges shall hold their offices during good behavior.

That this is an entirely erroneous assumption is shown
by the fact that actual courts of justice having all the
powers of courts in the legal sense of the term, have been
created by Congress, and have been expressly decided by
the Supreme Court, not to be United States Courts, or
within the 3d Art. of the Constitution.

Thus, in McAllister v. U. 8., 141 U. S,, 174, the question
arose as to whether the Territorial Courts came under this
provision of the Cgustitution and the Supreme Court ex
pressly held that they did not, and that a judge of such
court was not excepted from that provision in the Tenure
of Office Act (now repealed) authorizing the Presi
suspend or remove civil officers “except judges of the
Courts of the United States.”

A number of cases are referred to by the court

In American Ins. Co.v. Canter, 1 Pet., 51 1, 546, the
court said :

“ We have only to pursue this subject one step further,
to IN‘](H\'(‘ that this | provision of the Constitution does
not apply to it. 'llu' next sentence declares that ¢ the
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I[f a tribunal from which appeal lies to an executive

officer 1s not an inferior court under Art. I1I of the Con-
stitution, then this board of Examiners-in-Chief is not a

[t is, therefore, apparent that if this tribunal 1s a court :

is not an inferior court under Art. I11 of

at all 1t certainly

the Constitution, sinee no tenure of office during good

tute creating it; that this
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executive officers.
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BRIEF OF RUFPUS L.B.CLARKE. 37.

Columbue Junction, Iowa.

Febuary 10, 1896.

Hon.R.L.B.Clarke,
waghington, D. C.

My Dear cir: Please ac~ept my thanks for
a copy of your brief and Protest presented
to the Senate in the matter of your attempi-
ed removal by the Presigent...........

The controlling question is seen to
be as to whether the office is judicial or
not. If it is that ends it. That the of-
fice is judicial to all intents and purposes
the chowing of the Brief goes to establish
the fact beyond a doubt and makes your posi-
tion in this regard invinecihle.

with all confidence in the result of
your case before the Senate,

I am truly yours,
Francis 8pringer.

Judge Springer for many years Judge
of the lst Judicial Distriet Iowa, and no
man stands higher in the judiciary of the
State.

——— - o..._..._._

An opinion is acked as to the charac
ter of the Board of Appveals in the Patent Of
fice.

We have always conesidered the Board
of Apveals in the Patent 0ffice as purely a
Judicial Tribunal, without a =ingle execu-
tive function, and vwholly. independent of the
commissioner or Secretary of the Interior.
There can be no question about ¢this
and never has been.
H.E.Paine, Ex.Com,of Pats,
Ellis Spear » *
R.Dyrenforth® " & Ex.Mem ofBoard.
¥.H.Doolittle Ex. Asst.Com.of Pats.
R.J.FPisher Ex.of Brd. Ex.Asst.Com, Pats.
V.D.stockridge » ¥ U " "
H.A.Seymour. W



ON, FENWICK & LAWRENCE,

WYERS, SOLICITORS AND EXPERTS,
CTICE IN U. S. SUPREME COURT,

: 602 F ST., NEAR U, S. PATENT OFFICE,

ESTABLISHED 1861,

HOOD BUILDING,
TELEPHONE 440.

EDWARD T. FENWICK,
Patent TLawyer.
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ORIGINAL MEMBERS OF THE FIRM :
CHARLES MASON,
Former Commissioner of Patents.

ROBERT W. FENWICK,
Patent Counselor and Expert.

DEWITT C. LAWRENCE,
ATTORNEY AND COUNSELOR AT LAw,

Nine years an officer in Patent Office in ca;
Clerk and Acting Commiaaioner of Patents,
ner and member of ‘‘ Board of Appeuh
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Txtraet from arpument of FPx-Commissioner of Patents,

~ . 2 e AamdAar ANanY m Y 1
Ghas., Mason--in the Gordon Necean Telegraph Calle.

7

A wide distinetion is to be observed in relation to the

B

authority. of the Commigsioner in different circumstances, n
matters of administration his is the paramouht controlling
anthoritvy., But the granting of a natent is a judieial act.

-

Tn reference to such cases the law has provic

g8 of

jO N
o

ed a seri

Y

appellate tribunals, of which he is one. When acting ih that
eanacity, he ecan reverse the action of the Examiners-in-Chief.
Put 1like all other aprellate tribunals, he mist wait in that
eanacity til1 a ecase is duly presented to him, before he can
intermeddle with it. Jie eannot decide beforehand in matters wa
of that nature,

-
1
|

leg

n

The adiudieation of difficult 1 questions was, in o

fact, one of the vrrime purposes for which thise board was or- = §‘
panized, and in these adjudications their power was lef't un-

restrieted., 1f doubts exist in any mind upon this sub
they will be 1ingifafcd by examining the derate in the House

of Rernresentatives (where thie act of 187C originated) while

this subiect weos under discussion there, (See Cong. Globe

N
L -

for 18680, rart 4, ». 2865, )




